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TRADE-MARKS: Construction of U. S. C. A. , Title 15, Section 85 , 
Page 25. 

October 1, 1936. 

Hon. Dwi ght H. Brown , 
Secretary of State, 
Jefferson City , Missouri . 

F I LtD 

/ )J 
Dear Sir: 

This department is in receipt of your request for an 
opinion under date of September 24th, a s follows: 

'tWill you pl ease note attached applica 
tion to regi s ter trade- mark together 
wi t h correspondence with~. rlichard C. 
Southall of ~ansa s City. 

"\te rejected r egistratioll ot the trade
war k Professional Uniform i n accordance 
.i th an opinion biven us by your office 
under date of April 12 , 1934 , signed by 
~r . Fr anklin ~ . Reagan , i n which he states 
t hat mere de scriptive terws of an article 
are not subJect t o regi stration under the 
tra de-mark law. 

"Inasmuch a s J...r. Southall ha s r equested 
t hu t the I..atter be referred t o you, we 
should li~e to have your opinion i n t he 
matter . " 

The atta ched l etter request ing t hat you reconsider 
r e jection of the application for trade- mark is as fo llows : 

"I am returning the application to register 
a trade mark returned in your l etter of t he 
23rd and request t he t t he s ame be registered 
as provided by Section 1,,329 , which provides 
t hat any ' parti cular name , term , design or 
device' may be registered. I call your at-
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t ention to the f act t ha t thie is a ' device 
or design ' end not a mere name or words ot 
description. You will note the s pecia l 
arrangement of t he design which begins 
with a large ' P ' and ends with a small ' L'. 
The fact tha t i t s pells ' Profess ional' 
is incident~l so long a s the arrangement 
of the letters is distinctive. 

"As an exampl e I call your attention to a 
well known pat ent wediclne manufactured 
by t he ' Bl ack and H.hite Products Co.' of 
luemphis , Tenn. Their trade mark (regis
tered in .washington) are the words ' Black 
and White' on e. ba ckground ot· a s quare 
ha l f black and ha l f white . The wor ds 
alone would not be subject to registration 
but ~hen pl aced on a bl ack and white ba ck
ground 1 t makes t hem distineti ve . So our 
special arrangement of the l etters compos
i ng the words ' Profes sional '. 

"If t here is still doubt in your mind I 
would like to have t he instant applica 
tion, toget her with t his expl anat i on sub
mitted to the att orney general. As a 
matter of f act I do not find that the 
statute or the courts give t he attorney 
general a uthority to pas s on a~plications, 
t he statute designating what may and may 
not b e register ed and t he only inhibition 
being wor ds a l ready in use. 

"I bel ieve tha t after further considera
tion and study of this design you will issue 
t he certificate . If not please advise." 

The appl ication sets out th~t t he essential feature of 
t he mark is the arrangement of the lett ers, which begins with a 
large "P" and ends with a small "L" in staggered !ormation. 

United states Code Annotated , Title 15 , Section 85, page 
25, sets out what trade·-mar ks ruay be ret)ister ed._ in part, a s . ' 
fo llows: 
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"Provide d , That no ru.ar k which consists 
merel y in the name of an individual, firm , 
corporution, or associ ation not ~Titten , 
print ed , i mpressed , or woven in some 
parti cular or ~istinctive manner • • • 
shall be registered under the te~ of 
this s ubdivision of this chapter. " 

Nims on Unfai r Cowpet i tion a nd Trade-~arks, Section 229, 
subs ection (a), page 62S , in di scuss ing t he above por tion or t he 
statute, quotes from Ex parte Polar Kni t ting 1 ills , r eported in 
154 Oft. Gaz . 251, and states that: 

"It a mar k is written or pri nted i n 
a dist inctive style , it nay be registered. 
'It i s believed t hat t be cont rolling 
principle underlying the requirement of 
t he s tatute that a mere name unless written 
or printed in a disti nctive manner may not 
be registered , is t ha t the dist i nctive 
manner in which the name is d1 splayed must 
be of a char acter as to give such a dis
tinctive !~pression to the eye or t he ordi
nary ob s erver as to outweigh t he sie,niricance 
or the ~ere name. '" 

~x parte The Craig Tractor Company, decided by the Com
missioner or Patents and r eported in 263 Off . Gaz . 329, held 
tha t t he words "Craig Tr actor" in atagbered relation, with a 
heavy black line over t he word "Cra i g" e.nd a heavy bla ck line 
under .t he first t hree letters t hereof, the bott om black line 
forr.ui nt; the top of t he firs t letter of the word "Tr actor", wa s 
rebistrable as being distinctively di sp l ayed. 

The only thing about t he arranLement of the \10r d 
"Froreasional" t hut is herein claimed to make i t distinctive 
is its sta{>ger ed :t'orn::.ation. In the above case t he v·or ds were 
also staggered, but, as pointed out, t here were additional 
characteristics t hat made the arrangement distinct ive, and we 
are of the opinion tha t t he above decision is not authority for 
t he instant caae. 

In the ca se of Pittsburgh Brewing Co . v . Ruben, 3 Eed. 
(2d) 342 , 1. c . 344, t he court in hol di ng that t he trade-mark 
"Tech " printed in white s cript l etters across pl aid ba ckground 
was not violetiTe of the statut e , t he pl aid ba ckground being 
a bona fide and s ubstantial part of the mark , s aid: 



Hon. Dxi r)l t H. Brown - 4- October 1 , 1936. 

"We agree with the Commissioner that 
the mark which the applicant applies 
f or does not ~a ll within the prohibi
tions of section 5 of tlte Trade- M.ar k 
~ct (Comp . St. sec . 9490) , t o-wit, th&t 
no mark shall be registered which 'con
sists uerely i n the name of an indi vidual , 
f i r m, corporation , or a ss ociation not 
written, printed , i n..pressed , or woven in 
soue par t icular or distinctive manner,' 
since the pl aid backgroun~ upon which 
the name appears is ~ bona fide and s ub
stantial part of t he mar k , and is not 
•a ~ere device or cont rivance t o evade 
t he l ew and secure t he re gistration ot 
nonreeist rable words.' 

'l'he di stinguishing char ac teristics of this Cf:iae frou the 
one at hand are agai n self-apparent . 

I n t he case of National Cigar Stands Co . v . Frishmuth Bro . 
& Co. , 297 ~ ed. ~48, 1. c . 350, t he court in discussinL whether 
t he word "Nationals" which v.ras in staggered format i on, as i n the 
instant cas e , but with t he addi.tion o-r a heavy bla ck line under 
t he word, was so distinctive as to compl y with the statute, sa id: 

nHad this word been a d.1 stinoti ve 
feature or appel lee ' s corporate name, 
which had been selected for no ulterior 
:purpose, a different cas e woul d have been 
presented; but , even then, i t could not have 
been s ai4 tlW"t t lii'I!iB.nner inwb!cfi appi'l!ii'""" 
~tea-rts-mark constituted comnliance with 

he statite.--wi have sa id tha t ihe control
ling principle underlying t he reouire.ment or 
the statute is t ha t a mere name may not be 
registered , unless so displayed as to give 
such a distinct i mpression to the eye of the 
or dinar y observer t hat t he signi~icance o~ 
t he .~ere naoe is outweighed. In re Artesian 
t.~:t'g. Co . , 37 App . D. C. 1~3. " 

A~ain i n the case or In re Nisley Shoe Co., 56 Fed. (2d) 
426, 1. c . 427, t he court i n hol a ing that the arrangement of 
t he let ters t'or:w.i.nt, t he word "Nisl ey's" , v .. 1:dch was ·h ritten in 
distorted block type, was violative ot t he statute, sa id: 

"With refer ence to a ppellant' s t hird con
tention, we c~nuot hold that the word 
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' Nisley's,' as used by appellant, is 
v~itten or di ~played i n a particUlar or 
distinctive nanner within the ~eaning of 
sai d section 5 . The hxawiner of Tr ade-
larks i n his decision , as heretofore noted , 
stated that the distorted block type used by 
appellant was s uch Fs may be found in many 
signs and adverti sements . He f urther stated 
tha t 'it is not believed that the public 
woul d see i n it anythi ng unique or dis
tinct! ve.' ."ie a ree with t his conclusion 
of the Examine r , which vms aff iroed by t he 
Commissioner. ..ie Il".B.Y t ake judicia l notice 
of t he fact t h at i t i s no t uncommon in 
s igns and edvertisements to use type of the 
chara cter employed by ~ppellant in t he 
fom.ation of the word ' Nisley's.' ~:e are 
of the opinion t het t he proper construction 
of t he words 'parti cular or distinctive 
manner' in the provi so of section 5 r eferred 
t o i s that t he word or words constituting 
t he Dar k sha ll be written , printed , i mpr essed, 
or woven i n s uch a manner as to form a dis
tinct i npression upon the eye or the observer, 
to t ne extent th~t he will remember suoh 
particular or distinctive fo~ and rely upon 
it~ in part at lea st, i n ascribi ng origin of 
t he goods t o which t he mar k is applied.• 

See, a lso, In re Ameri can steel & Wire Company. of New J ersey, 
81 Fed. (2d) 397, 1 . e . 3ga , to t he same effect . 

From the foregoing , we are of the opinion that t he public 
will not see anything in the word "Professional ", as used by 
applicant in the instant case, as bein~ unique or distinctive, and 
t hat to permit same to be trade- mar ked would be violative of the 
above statute requiring that t he word or words constitut ing t he mark 
be wri t ten , printed , i hlpressed or woven i n some particular or dis
tinctive manner. 

APPROVED: 

J'oHR ~t . HdFFUN, ;rr. , 
(Acting) Attorney General. 

Jl\Y:.HR 

Re spectfully s ubmitted. 

Whi. ORR SAWYERS , 
Assistant Attorney General . 


