
TR\DE-MARKS: Rules to b e f'ollowed in trade-mar:.ing slogans. 

\ 

Sept e ber 24 , 1936 . 

Hon. uwi ght rt . Brown , 
vecret&ry of State, 
Jefferson ~ity , ~issouri • 

.uear Sir: 

This de,artment a cAnowledges your l etter of 
~epte ... ber 21st wherein you stat e e.s fo l l ows : 

n.,e have been as..i:ed t o rel).ster t he 
label on the enclosed application a s 
a trade- .w.ar k by L.oerschel Products 
CoLpany , and are in so~e uoubt about it . 
•4111 you plea~e advise us if in your 
opinion it CLn be reeistered. " 

The applicat-ion states the t th e essential words 
sought to be trade-nar~ed a r e "Dealers in Temperature", and 
t hat t he slogan has been used by Moerschel's i n connection 
with their ice and coa l business prior to t he ye ar 1926 . 

Hopkins on Trademarks , 4th Ed. , p . 1 5 , make s the 
f ollowing statement with reference to trade slogans : 

"The ca t ch- phrase s , advertising phrases 
or s l ogans used in trade are governed by 
precisely t he s aoe l e gal doctrines a s 
tradenames . ' No distincti on in fact or 
principl e can be found between a tra de
n~e dnd a trade slogan. ' " 

The le~~l pri nciples involved in deterruini nb whether 
t t.~e words in issue r.;ay be trade- marked are f ully set out in the 
c~se ot Iowa AUt o .~..urket v . AUto .l_arket & Exchan t,e , 197 J.~ . I • 

321 , 1 . c . ~23 , wherein t he court said : 

• 
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u,Jords tlla t a.re t,.eneric, or v,rhich in 
their pri.r.:ary hetin!~ are r..erely descrip
tive of the Lood3 or business to which 
they are applied , or are i n common use for 
t_at p urpose, or which convey fact s 
app licab le w1 th e \iu ... l truth .... nd right t o 
others , cannot be exclusivel y appropriated 
as a trade-cark. It has been frequently 
&did th~t no one ctn secure a monopoly 
upol'l t .. le adjecti ves of t :he le.neuage . 
38 Cyc . 696, 708 , 722 ; Koehler v . Sanders, 
122 N. Y. 65, 25 ~ . h. 235 , i L . h . A. 
576; Choynski v . Cohen , 39 Cel . 501, 2 Am • 
.Kep . 476; Cl inton __ et a llc J.aint Co . T . 
4et~lic Paint Co . , ~ .isc . Rep . 66, 50 
N. Y. ~upp . 4.37 ; ~ oyal Baking 1 owder Co . v . 
Sherrell , 93 N. Y. 331, 45 Am. Hep . 229; 
Lawrence •. anufacturing Co . v . 1 anufacturing 
Co., supr a ; Bol ander v . Ieterson , supra . 

"But descriptive ter-s, or such as others 
might also truthfully use , u~y , by lon~ 
use in connection v1i t h the eoods or business 
of a particular cleEtler, come to be under
stood in a secondary s ense es designa t ing 
the eoods or busi ne ss of such dealer, and in 
such ca se their dece~tive use by another wi l l 
be restr~ined e s unfair competition . 38 eye . 
764, 769; 0 . :~ . Due &. il . Co . v . C. X. Trens
fer Co . , 63 Okl . ~11 , 165 Pac . 136, L . r. . A. 
1918A, 956, and c~ses cited in note; Sartor 
v • .:>chaden, 125 Iowa , 696, 101 N. ,, . 511; 
Dennison .c..:ft:, . Co . v . '11lomas (c, . c . ) 94 l!'ed. 
651. " 

In deter.!Uiuing t hat t he ,.ora.s • Auto J.;~rket • were generic and 
could not be appropriated as a trt..de- r...arA: or trade-naue , t u.e above 
court f urther s uid : 

"The words ' Auto ~arket' are Lerely descrip
t ive of the t hin sol d a nd the place where 
sol d. T~ken either singly or in co~bina
tion they are t,eneric. 1,·hey are ... ~erely 
descr iptive of the business there cQrried on. 
The y are no ~ore distinctive of the article 
sold by nppe1lant or i t s p lace of business 
than \iould be the wor ds 'E.hoe store ' or ' meat 
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market . ' They canrLot constitute a trade
mar~ or trade- nallie , the ribht to the 
excl usive use of l' 'hich will be secured t o 
one in prefer ence t o others engaged i n the 
s~e business . Bolander v . Peterson, supra , 
Choynski v . Cohen , oupra ; Koehler v . 
::anders , supra . " 

In the cose of Groceteria Stor es Co . v . Tibbett, 162 Fac . 
54, 1 . c . 55 , the court in hol dinr the t the For d "groceteria" 
woe a proper tra de-nane and entitled to protection fro.~ infringe
ment, s e. i d : 

"Hespondent ' s s~cond assertion is based 
on the ground t h '" t t he ~'Vord ' groceteria ' 
is descriptive of the grocery business, 

· and therefore is not such a word as could 
become t Le s ~bject or a tx~de-wark . It 
would seem t~t the statute above quoted 
would b e controllinL here , und answer thi s 
arbument contrary to r espondent ' s conten
tion; but , i n any event , 1.ve thinK thia 
ar(!>ument wituout ..... erit, si.:1ce neither the 
word ' groceteria ,' nor any s yllable , nor 
any s uccessive syllables thereof , con
stitutes any word in t l.~e English lan~->uage, 
an~ it is adwitted t he t a 'pellant v~s the 
first t o usc this word. It ~ a thcre~ore 
a f ictitious or fanciful and oriLinal 
name , and appropria t e f or a t r u.le-=:ar k 
l abel so far as this contention l s concerned , 
and responaent has pira ted ~hat · .ord. !aul 
on iTade~warks , Sec . 49 ; &eba stian on Trade
~~r~o , pa ges 55- 64. " 

.1iJ1d in t he ca se of Furniture Hospitol v . Dorfman , 166 S. ~.' . 
861 , 179 ~~ · App. ~02 , 1. c . 307, the court in holdinG that t he 
nane 'Turn! t ure rospi t a l" was ca~able of bein~ e.ppropri e.ted as a 
t rade-mark with a secondary ieaning , s aid : 

"Of course t his rule i s qu.o.li f ied by the 
fur t r.er rule that names which are mere 
descriptive t erns of the busi~ess and 
generic in their n!'l ture are not c ._ pab le 
or bei~v appropriated by any one . Hence 
i f the name sought to be pro tected and 
cla i med to be infringed upon ~nd unfa irly 
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used is one which oay be used by every one 
in an honest l y desc ~ iptive and non- decep
tive ~nner, t he court may declare , as rBt
ter of l aw, t~~t there cs n be no unfair 
competition in the use of such terms . For 
instance , no one could an ropriate the name 
of 'SWedis h Snuff Store ' or ' Felt J..~ t Store ,' 
' La~· ~ook 3tore ,' 'Divinity Book Store ' 
or a ny such n~e as would ei~ply notify the 
public t~at a particular class of business 
or l~erchandise was c arried on or kept there . " 

l~d on page ~10 of the opinion t h e above court sa id: 

"So tt.at upon the question ol' whether a 
de~urrer to t n e pet ition should have been 
suotaincd , the c~se co~es do~~ to the in
q,uiry whetner or not the nat1e ' Furniture 
lio:;;;pital' is one thut in law is cc.pabl e 
of b!:int.. appropriated as a trade neJl ... e with 
a secondary _eunin~. 

''In our o~inion it is, or at least it ia 
not s~ch a nw_e so purely descriptive o f 
t he busines s as to be wholly publici JUl•is , 
and t o be ceclarod s uch as a ~£tter of 
la\1. In the f i rst place , it i s shorter, 
_ore eu_,honious , nnd. strikinL than the 
prosy l.ords 're_pc..ir nho..;> ' sut,_~esti ve of 
dust ~nd dinby , bbttered old articles of 
uncertai n age , aad still ~re uncertai n , 
do ubtful oribin ~nu history. There is a 
novel, figurative SUbgestion and associa
t ion of ideas in t he name ' Iurniture 
Hospital' br inging to t he and not only the 
iden of a homel y broken articl e beinc _erely 
.:.ende d end re"?ai rert , b ..1t a lso of its beine 
ten-'~ erly cared for ,~·i th a lovinc a p-p recia
tion of its innate beauty and the possibi l ity 
of restorinP it to its forcer finish and 
perfection . ~ A l over of restored antique 
furniture , muc~ in vogue now- a - days , would 
be t.uch _.ore q_uickl:r s.t tracted to t he nar;:e 
' ~ urni ure capital ' and ~ore a pt to t c<e 
his ancient oohouany ther e for restoration , 
than he would to un ordinary 'repair shop .' 
He woulJ remeJ ber t h e naue longer too . " 
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I f the \;orcls sou;)lt to be trade-na:~~ed were tt .o.~o lers in 
Ice and Coal " , such worde wou.lu si..kpl y notify the ? Ub lic of the 
particular cla s s of busines s or nerchandise that was curried 
on or kept by .... ~oerschel ... roducts (,o.._pany , .. nd under the 
authorities cited could not be exclusivel y appropriated as a 
trade- mark or trade- name- The words here sought to be trade
xaar ke& , ho\.ever , brinL t o Llind not only t h e idea tha t ice and 
coa l are beinr- sold , but tl.at means are offered of controlling 
sensations of heat and col~ , a subject very co~n in every day 
expression . Thi s i s a figurative surgestion Lnd uore likely 
to be re~::e~ .ber ed than ice and coe 1 . 

Fr om t l e foregoin.cr , ·re ~ re o f t he on~ nion that t,l e \"ords 
"Dea l ers in Temperature" as sought !.1. the e.bove e-pplica t ion are 
t he proper subject of c. trade--ar k or tra.de-nane . 

APl't~OV~: 

:t ulit4 •• . l:i v.t i wM , J r . , 
(ACtin ) Attorney General. 

· :HR 

Respect fully subuitted, 

oll.J. • \.J.d.t1. ~.t~ .• JY~~S , 
uSSistant ht.t orney General. 


