
TRADEMARKS: Desorip~ive terms in English or foreign lal).guage 
are not subject to registration under the crade 
mark law. 

~anuary 30 , 1936. 

Hon. Jwi ght H. pro,vn , 
uecretary of ~tate, 
Jefferson City , 1.J.ssouri • 

.Dear Si r : 

This depar t uent is in receipt of your recent 
request for an opinion wherein you state as follows: 

"Under date or July . l 5 we had a 
letter from the St . Louis ~roducts 
Co~pany inquiring if the following 
wa s available a s a trade-cark : 

"Bestmade bra nd, he.ndmadelong filler , 
Panetella cigar. 

"le advis ed then t hat descriptive terms 
of an a.rticle are not subject to regis
tration under the trade- mark law. They 
l ater advised tha t their Bestmade malt 
is a nati onally registered brand , 1. e . , 
registered i n the u. S . ~atent Office , 
and requested t ha t ~'te submit the encl osed 
label to your office for a decision . " 

I . 

63 c. J ., pa &e 350 , lays down the fo l lowing rul e 
in determinin£ whet her a descript ive tern is subject to 
being trade-marked : 
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"No trade- mark ricnts may be acquir ed 
in l a udatory or commendatory expressions , 
or in words or marks ~erely indicating 
super~or excel lence , popularity, or 
universality in use , s uch a s ' best ,' 
' standard, ' ' favorite, ' etc., but 
similar words such as ' perfecticn ' and 
' ideal ' have been uphel d. " 

The question arises whether the t erm "BESTMADE" is a 
word indicating superior excel lence so as to come within the 
r ule prohibiting its being trade- marked . 

63 C. J . , pa ge 351, lays down the following test in 
deterffiining whether a term is descriptive or merel y suggest ive 
and arbitrary and fa.nciful: 

"It i s a question arising in each case 
whether t he words or marks, as used , 
are descriptive or whether they are 
merely sug~estive and arbitr ary and 
fanciful . In order to be de s cr i ptive , 
within t he condemnation of the rule , 
it is sufficient if information is af f orded 
as to t he genera l nature or char a cter of 
t he a rticle, and it i s not neces sary that 
t he words or L.a r ks used shall coupri se a 
clear, conplete, and accurate description . 
The true tes t in deter wini n£ whether a 
particular name or phrase is descri~tive 
is whether , a s it is cornKonly use d , it is 
reasonably indicative and descriptive of 
the thin~ intended. The ~eanin& which 
should be given is the i mpression and 
signification which is conveyed to the 
public . n 

We are of t he opinion tha t t he terll "BEST!.:..t...DE" as 
commonl y used · conveys the i mpression to t he pub l ic that it is 
a product of superior excellence and hence comes within the 
r ule prohibiting its being trade- marked. 

Attention is di rected to the case of New York 
Mackintosh Co . v . Flam, 198 Fed . 571 , wherein the word 
"Bestyette" wa s held suff icient l y dist~nctive to constitute 
a valid trade- mark for waterproof capes and c l oaks . The 
court in its opinion s a id: 



Ron . Dwi ght H. Brown - 3 - Janu ... ry .:>0 , 1g35 

"The defendants claim, in the first place , 
t hat the coLplainant ' s trade- mark , 
' Bestyette ,' is invalid , because the 
word is simpl y descriptive of the character 
or quality of the goods . Undoubtedly , if 
the compl a i nant had attached to its ~oods 
the sentence , ' -'.ilese rain capes are the 
best yet made ,' or sowe contracted form 
of such sentence , as , for instance , ' Best 
..-.. ain Capes Yet .... ade ,' or ' .aest Yet J-ade ,' 
or ' Best Yet ,' the statement would be 
sirupl y descriptive , and the usual com
mendation or a vendor , and could not be a 
val id trade- mark . ' Bestyette ,' when 
spoken , sounds the saue as ' Dest Yet ,' 
and undoubtedl y the cl aim that it is 
merel y a descriptive word has much weight . 
But , in trade- marks, the impression pro
duced on the si£bt of the buyer is the ~in 
thin~ ; and , upon the whole , I think that 
the corupounded end fantastically spel led 
word ' Bestyette ' ·is sufficiently dis
tinctive to b ~ a trade-~rk . ~oreover , 
t he evidence shows that it vras used ex
clusively by the compl ainant more than 10 
years before registration , and therefore 
the provisions of section 5 of the Trade
~ark ~ct of 1905 (Act Feb . 20 , 1905 , 
e . 592 , 33 Stat . 724 ("C. : . Co.'lp . St . 
Supp . 1911, p . 1459 )) a pply , that, in such 
a case , t he fact t hat the term was originally 
descriptive does not prevent registration. 

"'l'he defendants also clait.. that , assu..llng 
that the word ' Bestyette ' can be a valid 
trade-~k, their use of the word ' Veribest • 
for their trade- mark does not infringe it. 
I think it clear that no dealer can be 
prevented fro~ asserting , by an adver
tise~ent printed on the goods , or in any 
other IUanner , that his boods are the best , 
or the best yet , or the very best . If t he 
word. ' best ' is included i n a queer coupound 
wor d oddl y spelled, used. as a trade- mark , 
that does not prevent other dealer s rrom 
usinb the s awe word in the s~e way , so 
l onb as the word first created is not 
imitated too closely. n 



Hon. :J.dt)lt H. Brmm - 4 - January 60 , 1936 . 

The court points out that it an application had been 
made to trade-mark the words " ' Best Yet ', the statement would 
be simpl y descriptive , and t he usual commendation of a vendor , 
and could not be a val id trade-mark . ft The court lays emphasis 
on the fact t hat "the i~preasion produced on the sight of the 
buyer is the u ain thin~ ," and that the term "Bestyette" was 
sufficientl y "com~ounded and fantastical ly" spelled to make 
it distinctive as a trade- mark. 

In the case a t hand, we are of the opinion that t he 
word "best" is not "included i n a queer compound word oddl y 
spelled" so c..s to make it a distinctive trade- mark, nor is 
there such an impression produced on the sight of t he buyer. 
The words "best" and "made" are correctly spelled and the 
fact that they are joined together does not make it suffi 
ciently distinctive as eligible for a val id trade- mark . 

It ~ust be pointed out in the Flam case , supra , that 
there was evidence showing that the te~ "Bestyette" had been 
used exclusively by the complainant for more than ten years 
befor e t he Trade-~ark Act of 1905, and hence under s ection 5 
of t hat .c~.ct "the fac t that the term was originally descript1 ve 
does not prevent registration. " 

63 c. J . , page 351 , declares the r eason for prohibit
ing descriptive terws as trade- marks in the f ollo,nng language: 

"Reason for !)rohibitinto descriutive 
te~s as trade-~rks is that everyone 
should have the right to truly describe 
his goods and business and should be 
able to use t h e terns necessary or 
appropriate for that purpose. " 

The Suprene Court of .-issouri in the case of 
Nichol son v • .1~. \ • .;;)'tiekney Ciuar Co ., 59 S • .1 . 121 , 1 . c . 
122 , I:lflde the following observation vii th respect to the use 
of a word as a trade- mark for the siEple purpose of describ
ing the qual ity of the &oods: 

"In Liggett & ~yers Tobacco Co . v . 
Sam Reid Tobacco Co ., 104 Lo . loc . 
cit . 80 , 15 S . ! • 844 , Black , J . , 
s a id: 'The general nrincipl es of the 
law concerninr trade-~rks are wel l 
settled. A p erson has a ri ght to the 
exclusive use of narks , forms, or symbols 
a,propriated by him f or the p~ose o:r 
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pointi nG out the true oricin or owner
ship of the article ~anufactured by him. 
The limitation upon this right is that 
such designs ox· words L..B.y not be used 
for the siopl e purpose or naming or 
describing the qual ity of the goods; f or 
to permit that would be to roster a 
monopol y , whil e the great purpose of the 
l aw of trade- marks is to protect the 
owner in the exclusive use of his device 
whi ch distinguishes his product from other 
si~lar articles , and to protect t he public 
against fraud and deception. " 

To permit the term "D~~\DE" to be registered would 
not only be fosterine a nonopol y for applicant ' s malt , but , 
as s t ated by the court in Iowa Auto rar!<et v . Aut o J!a.rket &:. 
Exchane;e, 197 N. 'l . 321 , 1 . c . 323 , citing many cases, 

"It has been frequent l y said that no 
one can secure a ~onopoly upon the 
adjectives of the language . " 

The fact that the word "B~Q~lVb" has been register ed 
i n t he united States Fatent Office is not conclusive proof to 
t hi s state , nor does i t a~ount to an adjudicat ion or the 
fact that the te~ is not descriptive. The courts have he ld 
from an earl y date that the ribhts a nd remedies concerning 
t rade-marks gener ally depend upon t he laws of the state, 
and in t he case of Luyties , et a l . v . hollender , et al., 
21 Fed. 281, we find the followint:.lanc..uage: 

naights and reuedies pertaining to 
trade -marks generally depend upon the 
l aws of the stat e , common and statutory, 
and not upon t he laws of t he United 
States . Trade-~rk Case s , 100 U. s . 82 . ~ 

In view of the foregoi.ng , we are of the o:pinion that 
t he word "B~TL~~" is not sufficient l y dist inctive to make 
it eligibl e for a valid trade- mark under the laws of the 
State of Li esouri . 
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II . 

63 C. J ., page 346, C.eclares the follo~~ng rule in 
determining whether a descriptive tern is sub ject to being 
trade- marked: 

"Thus no YTord or combination· of words 
can be erclusively appropriated if it 
• * * merely indicat es * * * the uroeess 
of manufacture or method of production." 

In the ca se of sun-~aid haisin Growers v . N.osesian, 
258 Pac . 632 , t he court said : 

"It is true t hat the use of terms , 
which are hlerely descri ptive of t he 
manner or process by \thi ch , or the in
gredients with which, an article is made, 
is not subject to registration and will 
not be protected asainat infringement , 
particularly where the process is open 
to the use of the general public . 
L. r .. . .. l. . 1916E, 633 . :;. ~ "' 

"It is a l so true t hat l anguage which is 
merely descri ptive of the process of 
manufacturing is not susceptible of 
exclusive appropriation. L. R. A. 19l~E, 
633 . This rule has b een appli ed to the 
following- language : Hot f orged hammer 
point nails ; shredded whol e wheat; Oriental 
Rug Renovating Company; lamb-knit; com
pressed yeast; flaked oatmeal; pri me leaf 
l ard . " 

Our court adopted the s ame rule in the ca se of llcGrew 
Coal Co . v. Menefee , 162 l:o . App . ?09, 144 s . ''· 868 , 1. c . 
871, wherein it said: 

"Bituminous coal is a commodity of general 
use in this s t a t e . It is as much a staple 
article of consumption as s ugar and coffee . 
I t is a matter of common knowledge t hat 
t he ordinary consumer prefers to buy the 
coa l t hat comes in the l a r gest l umps and 
is most free of s l a ck and dust. The word 
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' l ump ,' ther efor e , r efers t o qual i t y and 
certainly no deal er should be all owed the 
excl usive use of tnat wor d. The wor d 
' Elect ric ' has a general , well- understood 
~eanin~ , 1 . e . , that the coal ~as Dined by 
electr i c ~chines e nd , t her ef ore , is c l eaner 
and in larger lumps than coal mined i n 
t he ol d vrey. Used as an adjective to 
t he noun l ump the te~ thus formed is 
descriptive of quality only. The cl aim 
of plaintiff that it has an exclusive 
right to t he use of tht't terLl. in practical 
effect is t he assertion of a right t o 
nonopolize the sal e of coal r~ned by t he 
new and now general oethod since t he 
enjoyoent of the excl usive right to ad
vertise coal of such qual i ty would amount 
to e r~nopoly of the ~ale of such coal . 

"Thus it appears that plaintiff is fo und
ing its cause of action , not upon its own 
skill, geniuc and industry , but upon i t s 
vol untary an~~onriation of a tern1 that i n 
a l l equity and good conscience should be 
r egarded a s common ~roperty which any 
dealer in coal mined by electricit y may 
use in advertising his business . Pl ai n
tiff acquired no proper ty right in the 
name ' .h.lectrtc LUL1-o ' and the learned trial 
judce took a proper view of the case in 
dis~ssing the bill . " 

To permit the term "hancunadel ong fi l ler'' to be t rade
marked would gi ve the appl icant exclusive right t o monopolize 
t he sal e and a dver tisement of ciga r s by an old and established 
met hod of producti on . .1e s.re of the opinion that the mere 
fact t hat t hree conru0nly used and correctl y spel led wor ds in 
t he t obacco t rade , hand- x:.ede- l ong , a;e joi ned tot e t her i s 
not sufficient to take it out of the rule which de cl ar e s t hat 
a combination of words which ~erely inuicates the pr ocess of 
~nufacture or nethou of production is not the s ubject of a 
valid t rade- mar k . 
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III . 

Webster ' 3 New Inter national Di cti onary defines the 
term "panatela ' thus: 

'' ( Sp . ) A long , thin ci{;,ar , cylindrical 
in shape , except for t he f inished nouth 
end. " 

The que.3tion ""rises whether e. Spanish OI' foreign 
descriptive word rnay be trade- marked . 

63 C. J ., paLe 361, states that 

" ~ • • a fore i gn descriptive word or 
phrase • • "' is not a t; ood trade- mar k . " 

IA t he case of In re Bradford Jyeing As sociation , 
~6 Appeal Case s , Uist . o: Col~bia, pabe 51 ~ , the court adopted 
t he above rule an& sa id: 

"This appeal (by the Bradford Dyeing 
: ssociation ) i s from the refusel of the 
Comoi s~ioner or Patents t o register the 
word ' E'cletant ' e. s a trade- mark for 
cotton pi ece goods . 

"A sru:.ple of the fOOd~ · ith the aT'pallant ' s 
mar k thereon is included i n the r e cord. 
The goods have a sr.tin finish , and aro 
desoribe n es •satin L 'cla~ent . ' The word 
sought to be re£i s tered is a French word 
meaning brilliant , shininb , ~lt terinb, 
etc . Registration was denied on the 
ground t ha t the nark is descriptive or 
t he character and quality of the goods . 

"Descriptive words a nd phrases in a forei gn 
lan~ua~e are not r egi sterable . h e Y-crcules 
rmYder Co . ante, 52; 38 eye . 731 . The 
reason for bringinc descriptive foreign 
words and :>hrases within the l imtutions 
or the statute is apparent . ~t only 
would the Leanin~ soon become known to 
t he public, but tho user of the mar k liiOuld 
apprecia t e the advant a ge of disseminating 
s uch information by advertisement or other
wise . Indeed , there would be nothing t o 
prevent the printing of a transl ation or 
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t he \tord or phr ase in direct connection 
wi t h the use of t he war k . The policy whi ch 
dict6tes this inhibition is not a ffected by 
noss~an v . ~arnier , l ZO c. c. A. 73 , 211 
£ed . 401, chiefl y relied upon by counsel 
tor appellant . That was an infringement 
suit in which a ~rK consisted of a French 
word. The court expressly found that it 
had been res istered under the ten- year 
clause of the 'l'rademar.tc ._ct or 1 905, and 
t hat i t was , trerefore , unnecessary to pass 
u~on the cues1.1 on of' ,. "lother or not it was 
descri~tive ot t~e cual ity or ctaracter of 
t he t,oods upon which 1 t l':e.s used. " 

The Spanish word "panetela" is well known to t he cigar
SI:loklng public as ind.icatinc s ci~ar of a particular shape , and , 
b eing a descr i ptive terL., · .e a I e of the opinion tha t the tact 
t hat an extra letter is ~dded to the word doe s not make it so 
distinctive as , \•fhen t aken tocether with t he ter li:. "ci gar" , 
wi l l make it t he subject of a valid trade- oar k . 

APPROVl ..... D: 

ROY McKI'i'Tf.ICt.. , 
Attorney General . 

'M'N :HR 

Respectfully sub~tted , 

WM. OIU< SA .. YERS , 
Assistant Attorney General . 


