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TRADE-MARKS: What constitutes an intringement of trade-murke
.~ for similarity.

September 14, 1956. a,ﬂ~ F [TE?IE-?

5

Hon. Dwight H. Brown,
Secretary of State,
Jefferscon City, iissouri.

Dear 8ir:

This department ackmowledges your letter and enclosures
of September 10th, wherein you state as follows:

"Will you please note the enclosed appli-
cation to reglister Asper-Selzer as a
trade-mark for tablet form of alkaline
aspirin, end correspondence which we have
had with the firw of Anderson and
whittington, St. Louis, ke., on the sub-
Ject. While we rejected the registration
of this trade-mark under the general head
of medieine, due to the fact that we have
Alke Seltzer already registered as a
wedicine, the argument of Anderson and
Whittington is the dissimilarity of one
medicine against the other.

"jie shall be glad to have en opinion from
you so we may know how to proceed in the
mnatter.”

The applicant in the letter dated August 8th asks re-
consideration of his trade-mark, and states as follows:

"We enclose herewith application of

8. 4. VWhittington for registration of
trade mark consisting of the hyphenated
word "ASPER-SELZER", together with the fee
of one dollar..

"This epplication was returned by your
office as being in conflict with the al-
ready registered name "ALKA SELTZER",
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We request your re-considerstion of the
application and offer the folleowing sug~
gestions.

"The two products sre dissimilar both in
their clained effeets and in their in~
gredients., The effective ingredient, not
claimed to be present in Alka Seltzer, is
monoacetic-acidester of salicylicaecid, or
aspirin. Trade names applied to the various
forms of aspirin commonly use the shortened
word 'asper'. It immediestely distinguishes
the produet as one whose active element is
aspirin end is therefore not in any way to
be confused with Alke Seltzer or similar
elkaline effervescents.

*The word 'seltzer' is in coumon use and in
the public mind denotes effervescence,
There are Alkes Seltzer, Bromo Seltzer, and
the more common seltzer water.

"By the union of the two commomnly under-
atood words, we have Asper-Selzer, an
effervescent form of aspirin, diffarin%
from Alka Seltzer in its active ingredient,
and differing from, for instence, Aisper
Gu, by its form. .

"Far froa lntending to infringe upon Alka
Seltzer, or for that wetter Browo Seltzer,
we have purposely gone out of ocur way end,
to soume extent at least, prejudiced our-
selves iu the eyes of a discriuinating
public by misspelling the word 'seltzer?

in order that an iadependent and distinctive
recognition might ettach to our product.”

¥e wish to szy in the very begimning that the reports are
full of decisions dealing with the guestion of infringement of
trade~uarks and trade-nanes where the charge is similarity, and
it has therefore been frequently said that each case must depend
upon its own eircumstances. Thus in the cese of Lambert
Pharmacal Co. v. Bolton Chemical Corp., 219 Fed, 3285, 1. c¢. 328,
the court salds

")\ discussion of the meny cases in whieh
similerities heve, or have not, been
thought infringements, serves no end;
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epplications of the accepted principle
no doubt vary, but ne two cases are
alike. One must trust one's own sense
of the likelihood of confusion and the
absence of any justification for the
defendant's choice of name.

And in the case of Gehl v. Hebe Co., 276 Fed. 871, 1. c.
2872, the court said:

"A question of similarity of trade-names

as applied to a particular produet must

of necessity be largely a mstter of inm-~
pression. From absolute copy of & name

to one which is radically and essentially
different there are names innumerable,

with varying degrees and shades of
difference; and it would be impossible to
lay down eny general line of cleavage
between infringing snd noninfringing names.®™

However, since the declslons yield general principles,
they may be helpful in disposing of the particular case.

There are a group of cases which hold thet whether a
trade-~mark infringement exists does not depend solely on
similarity to the eye or ear, but on whether there is such
similarity as readlly leads the mind of customers to confusion.
The case of Ameriecen Lead Penell Co. v. L. Gottlieb & Sons,

181 Fed. 178, 1. c¢. 180, announces the above principle and states
as follows:

*I have no difficulty in finding that the
rese "EKnoxall' is =zn infringement of

he phrase 'Beats-All'. There is no sueh
limitation 22 the defendant puts upon

the infringement of a trade-mark; i.e.,
thet the similarity must gc only to the
eye or eer. The cuestion cannot be
treated in =ny such technicel manmner, for
always the substantial question is whether
the defendant is likely to steal the com-
plainant*s trade by the use of the trade-
mark in guestion. I an qguite satisfied

in this case that there is such similarity
between the two phrases as would readily
lead in the wind of customers to confusion;
a case in point is the infringement of
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*Keepclean' by 'Sta-Kleen.' Florence
Manufacturing Cowpeny v. J. C. Dowd & Co.
(G.C.ﬂ.) 1?8 Fsd. n. There are nany Oth.r
decisions in the books which show that

it 1s not alone similerity to the ear or
eye which constitutes infringement.™

Another group of cases lays emphesis on the principle
that it 1s nol necessary to constitute infringement of a trade-
mark thet the similarity be such as toc deceive a cautious pur-
chaser, but it 1s sufficlient if it would deceive the ordinary and
unwary purchaser. Thus in the cese of Allen v. Walker & Gibson,
235 Fed, 250, 1. c. 837, we find the court using the following

language:

"In law the trade-marks are the same if,
when applied to the same e¢lass and kind

of goods, they so clearly reseuble each
other as to deceive the ordinary purchaser,
who gives such attention to the same as the
ordinary purcheser usually gives, tnd cause
suech purchaser to purchese the one thing,
supposing it to be the other. It is not
necessery that the similarity must be sueh
as to deceive =2nd mislead the cautious
purchaser. It is suffieient to show the
similarity 1e suech as to deceive the
ordinary end unwary purchaser."

And in the case of Lrummond Tobaceco Co. v. Tinsley
Tobacco Co., 52 Lo. App. 10, 1. c. 286, we find the following state-
ment by the court:

"It is not essoﬁti&l to the right of
relief to show that anyone was actually
deceived. 7Tilley v. Faseett, 44 lo. 168."

Then there is the prineiple that where there is &« doubt
as to whether & word for which reglstration is sought as a trade-mark
is deceptively similar to a word elready registered and spplied to
the seme class of goods, the doubt will be resolved in Tavor of the
protection of the publie. To this effect is the case of Lambert
Pharm. Co. v. Mentho~-Listine Chem. Co., 47 App. Cases (D.C.) 197,
l. ¢. 198, wherein the court said:

"It is agreed that the goods on which
the marks are used are the seame, and
that the only question before the ecourt
is whether the marks are so similer es
to be liable to create confusion in
trade. Fassing over tie possible non-
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registeraebility of the mark because it

is the naue of the spplicant compeny, vwe
will dispose of the case on the single
question of the deceptive similarity

of the marks, The case is ruled by Re
Barrett lifg., Co. 37 App. D. C. 111, where
the word 'Creo~Carbolin' was held to be
deceptively similer to the word 'Carbolineum,’
It was there held that the prefix 'Creo' did
not render the marks dissimilar, and the
scme I8 here true of the prefix 'Mentho.'
Besides, there would be nothing to control
the manner in whieh the prefix might be
printed so as to give espeeial prominence to
the word 'Listine.®' Where there is doubt

it should be resolved in favor of the pro-
tection of the public.™

In the case of National Food Products Corp. v. Jell-0 Co.,
19 Fed, (2d) 787, the court in holding that the registration of
the trade-merk "Jell-Q" precluded another's registration of the
trade-mark "kel-(" for use on goods of the sane deseriptive preo-
perties, said:

“The oppesition is based upon the ground
that '.el-0' is deceptively similar to
opposer's trade-mark 'Jell-0,' and, when
so applied to the seme description of
goods, will likely cause confuslon in
trade, to the serious injJury of the
opposer.

"Lach party huas taken comsiderable testi-
mony in the case, and both have filed
briefs. Ve do not find it necessary,
however, to enter here into & detailed
discussion of the evidence and arguments,
for in our opinion the words 'Jell-0O' and
"iel-0' are &0 obviously similer both in
sound and appearasnce that the use of both
as trade~nerks upon goods of the same
descriptive properties would meanifestly
be likely to mislead the purchesing
public, and produee confusion in the
trade."

Cen it be said them that the words"iAsper” and "Alka",
when combined with the word "Seltzer", are so similar thet they
would readily lead the umind of customers to confusion, remember-
ing that the similarity need nmot be such as to deceive a cautious
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purchaser, but that it is sufficient if it would deceive the
ordinary and unnlrz purchaser, =2nd further remembering that if
there 1s a doubt 1f is to be resolved in favor of the existing
mark for the protection of the public?

Our reply is in the negative, and we rely on the follow-
ing authorities to support our position.

In the four ceses that follow, only one word was involved
in the trade-mark, but they hrave a similarity in the hind part,
and the difference ic in the front part.

In the case of Valveline 011 Co. v. Havoline (il Co.,
211 Fed. 189, 1. c. 195, the court in holding that the word
"Valvoline” did not infringe upon the word "Havoline", szid:

"We then come to the guestion of trade~
merk infringewent. I aw of the opinion
thet the words are distinet from each
otaer and that tlere is no confusion.
There are, of course, wany cases in the
books 1n which the courts have meade clear
thet they cannot be deceived by dis-
ingenuous distinctions (N. K. Fairbank Co.
v. Central Lard Co. (C.C.) 64 Fed. 133,
end nmeny others which could be cited);

but here there is a reasl distinction in
sound, in sppearance, and, popularly speak-
ing, in neaning.”

And in the cuse of L. P. lLarson, Jr., Co. v. . Wrigley,
dr., Co,, 2855 Fed. 914, 1. ¢. 915, the court in holding that the
word "Spearmint® was not infringed by the word "Peptomint®, said:

"'Peptonint' is so different in appear-
ance znd sound that there would be no
infringement, even if 'Spearmint' were a
proper trade-mark."™

And egein in the cese of Davies~Young Socap Co. v. Sellg
Co., 16 Fed. (24) 352, the court in holding thet the trade-merk
"Selco™ was not so deceptively sim!lar to the mark "Dysco" as to
preclude registration of the former for use on sinilar goods, said:

"We do not find it necessary to review
or discuses the various cases which have
been cited by counsel, but content our-
selves with saying that in our opinion
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the words 'Dysco' and 'Selco' are not so
similar, either in appearance or pronunciation,
as to make confusion in the trade probable.”

And in the case of Switzer v. J. N. Collins Co., 23 Fed.
(2d4) 775, the court in holding that the trade-mark "Honeymels"
roiduza on candy did not infringe om a prior mark "Buttermels®,
sald:

"Appellant opposes the registration by
appellee of the trade-merk 'Honeymels'
for use on cendy. The opposer is the

prior user of the mark *Buttermels' as
a trade-uark for candy.

"Unquestionably the words *'butter' and
'honey,' standing alone, are descriptivej
but, when Joined to the suffix 'mels,'
they are nothing more than suggestive, and
are subjeet to use as velid trade-marks.
The suffix 'meles,' meaning sweets, has had
a use on cendy in connection with the

mirk 'caramels' long prior to the sadop-
tion and use of opposer's mark. Indeed,
the newe 'caramels' is a common one, ex-
tensively employed to refer to candy
mixtures of a popular kind. Both perties
have borrowed th s suffix, and by combina=~
tion with deseriptive terms have constructed
legitinate trade-mariks. The suffix 'mels?
being comon to both marks, the distinctive
feature is between the words 'honey' and
'butter.' It was properly held by the
Commissioner that no confusion could arise
from the use of these two words in connec-
tion with the same quality of goods. With
this holding we agree."

The following two cases are more in kecping with the
instant case in that there is an identity between the second
word of the trade-mark, but there is no substantlial similarity
between the first word of the former and the first part of the
latter, either in appearance, sound, or neaning.

In the case of Potter Drug & Chemical Corp. v. Pasfield
Seep Co., 102 Fed. 490, 1. c¢. 493, the court in holding that the
use of the words "Cuticle 30:£' did not infringe complainant's
trade~nerk"Cuticura Soap™, seld: .
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"The remaining question is whether the
use of the words 'Cuticle Soap' by the
defendant infringes corplainant‘'s
trade-mark, 'Cuticur» woep.' The words
are to a considerabie desree unlike to
the eye, unlike to the ear, unlike in
spelling, unlike in meaning, and unlike
in suggestion. The complainant's word,
‘Cuticura,' suggests that the soap is
curative in its application to the skig.
The defendant's word, by itself, has no
such meaning, although the indorsements
upon the back illustrate thet it is
recommended for various diseased condi-
tions of the skin. But such recommenda-
tion is quite apt to accompany the
advertised sale of any soap used for
toilet purposes, end it is quite beyond
the power of the complainant to monopolize
such advantage."

And in the case of Coca~Cola Co. v. Carlisle Bottling
Works, 43 Ped. (24) 101, 1. c. 114, the court, after reviewing
numerous authorities, held that the trade-mark "Roxa Kola" was
not an infringement on the trade-mark "Coeca-Cola"™, and sald:

"I think, therefore, that I am Justi-
fied in drewing from this survey the
general rule that in such cases where
the front pert of the two trade-marks in-
volved differ in appearance, sound, and
meaning, there is no infringement even
though there may be similarity amounting
to identity in the last parts. It is
only & very exceptional case whieh will
not be governed by this rule. Fossibly
deeper reflection on these cases and a
wider survey might afrect this statement,
but I shall sccept it es sound in dispos-
ing of this cese. What d0 we find here?
There is identity between the second
word of defendant's trade-mark and the
second pert of plaintifr's conpound
word, but there is no substantial
sixilarity between the first word of the
former and the first pert of the latter,
either in appearance, sound, or meaning.
The first part of plaintiff's compound
word has some meaning. It et least sug-
gests that plaintif<'s article has some
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connection with the coca leaf as well as

the cola nut., The first word of defendant's
trade-mark has no meaning. It is purely
arbitrary. In determining the question as

to the similarity in appearance and sound,

note should be taken of how well known plain~-
tifrf's article is. 1Its trade-mark hes been
burnt into the consciousness of people generally.
Instinetively one recells in memory its appear-
anece and sound. It would seem to be well-nigh
incredible that one ealling for 'Coea-Cola’

and furnished a bottle of defendant's article
would think that he was receiving plaintiff's
and would not at once recognize that he wes not,"

The words "Asper"” and "Alka" are to a conziderable degree
unlike to the eye, unlike to the ear, unlike in spelling, unlike
in meaning, and unlike in suggestion. The word "Alka"™ suggests
alkaline, while the wo:d "Asper" suggests aspirin. Agein, as
stated in the Coca-~Cola case, supra, "Alka Seltzer" has been s0
well advertised in the press and radio, "that it has been burant
into the consciousness of the people generally."™

From the foregoing, we ere of the opinion that the words

"Asper-Selzer" are not an infringement upon the trade-mark
"Alka Seltzer", and therefore subject to registreationm.

Respectfully submitted,

Wi, ORR SAWYERS,
Assistant Attorney General.

APPROVED:

JUAN W. HOFFMAN, Jr.,
(Acting) Attorney General.




