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aAugust 79, 1936,

FILLD

Hon, bwight H., Brown,
secretary of state,
Jefferson Clty, Wissouri.

vear Gir:

This departument ls in receipt of your request
for an opinion under date of August 6, wherein you state
as follows:

*fhis morning ve have the following
coumunication from Non-illergic iro-
duote, St. Louls, wissouri:

“%In key 1933 we sade application to you
through ikr. Helph Kallish, Attorney of
this city for registration of the Trade
Eayk "HON-ALLZIRGIC™ to be applied to
toilet articles and cosmetics. Ve
regeived officlal notice from you dated
Eay 11, 1933 of the registration of this
trade-mark. Will Iou please inform us
as to just what this registration means.
Does it iive us the exelusive right to
ue¢ the name? Another firm in the Hast
is applying for this same trade wark in
duahington, U, C. and r»e would like to
knaow where we stend in the matter., Find
stamped return envelope enclosed., iay we
hear from you by return maeil,.*

i@ note Jec. 14389 He Se 0, states
Yedeono trade=mark duly reglistered in the
office of the coumissioner of patents of
the United utetes shall be reglistered
under this seetion by any person other
than the owner thereof.' de would like
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to know, however, what protection is
afforded a firm in &« case such =s sbove
quoted, where the trade-mark is duly
registered in the State of xissouri, but
not registered in the U, 5. latent Office,
and the trade-mark then applied for by
another firm from the ¢ ssloner of
patents., Je are unable to find in our
file of opinions from your office, where
this point has been covered.”

Section 14329, R, 5, ko, 1979, in getting out who may
adopt & trade-mark, provides as follows:

"1f eny mechanlc, manufacturer, assoclia~
tion or union of workingmen, or other
persons shall wieh to adopt any
particular name, term, design or de-
vice as his or their trade=mark to
designate, make known or distinguish
any article or goods, wares or merchan*
dise by him or them menufactured or
prepared, or any union of workingmen
desire to designate or make known the
place in which union labor is cmflo 4,
he or they may write out ¢ deseript

of such name, term, design or device,
descridbing the same accurately, and
sign and acknowledge the szame before
some officer competent to take ac=
knowledguent of deeds, end file sawme,
together with a faceimile of the sane,
tern, design or device for reglstration,
in the office of the secretary of state;
sald secretary shall deliver to sald
mechanic, menufacturer, assoclation or
union of workingmen, or other persons
s0 filing the same, a duly attested
certificate of the rfiling of the =aue,
for which he shsll receive a fee of one
dollar; such certificate shall, in oll
gults nnd prosecutions under this erticle,
be gufficient proof of the adoption of
such label, trade-mark or form of
advertisement, and of the right of

f{ mechanic, manufaoturer, assoclia-
tion or union of workingmen or

(other) persons to =dopt the same.
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No label, trade~mark or form of ad-
vertisement shall be registered that
in any way resembles or would pro-
bably be mistaken for a lebel or
trade-mark slready registered; and

no trade~mark duly registered iu the
office of the commissioner of patents
of the United states =zhall be
registered under this section by (any)
person other thun the owner thereof."

Assunming thet & firm has its trade=marx duly regls-
tered in the state of Lissourl, but not in the United itutes
Fatent Uffice, and a firs in some other state appropriates
sam® to its use without having same registered in the uUnited
States Fatent Offige, what protection would the laws of the
State of Lissourl afford the owner of the trade-mark registered
in this state?

In 653 C. J. 471, in discussing the extreterritorial
effect of a trade=mark registered under a state statute,
states as follows:

“A state registration met hes no extra~
territorial effect, and eo rights under
state registration ere not infringed

by tcts wholly done without the state,”

In Kehbein v, veaver et al,, 135 Fed., 607, the court
in holding that a sult can not be maintained in the Federal
Court to enforce rights under 2 statute relating to trade-
marks, and providing for their registration, where the trans-
actions complained of acerued outside of such state, said:

"This is & proceeding to enforce in
this district (Circult Court, N. .
Illinois) complainant's rights under
the kissourl statute. In Black on
Interpretation of lLaws, edition of
1896, it is stated thet 'it is not
within the competency of the legislative
power, upon grounds of iublic policy

to create personal limsbilities, and {am
pose thew on persons «and property out
of the Jurisdiction of the state, and

on account of transactions occurring
beyond its territoriel limits.,' The
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bill seexs two remedies: (1) To restrain
infringement of the wissouri registered
trade-mark; (Z) to restrain unfair
competition., The record utterly fails to
show & condition of facts which would
warrant the relief prayed in the second
case above set out, * * * 4is to the
reglstered trede-mark, there is no
Jurisdietion in this court te enforce
the iiesourl law in regard to registra=-
tion of trade—-marks in the case of
transactions occurring outside that
state.,"” (Case cited in kellhenny Co.

Ve aﬂlilrﬂ. 33 Fed, (Bd) ’”. 1. Ce
980, to the same effect.)

From the foregoing we are of the opinion that no pro=-
tection is afforded an owner of @ trade~mark duly registered
under the laws of this state, where the infringement of the
trade-mark 1s without the State of wissouri, since our state
registration act has no extraterritorial orfoct.

Assuming egain that a firm has its trade~mark duly
registered in the State of Wissouri, dbut not in the United
States retent Offigce, and another r{rn applies for the same
trade-mark in the latter office, has it granted, and attempts
tc use the seame in the State of kissouri, what proteotion will
the laws of Lissouri afford the owner of the msrk registered
in this state”

Section 8l of Chapter 5 of the Laws of the United
States of America, as amended April 11, 1930, which is sub-
stantially the same as the Trade-mark Act of 1905, sets out
the genersl provisions for the registration of & trade~mark
in the United States Patent Offiee &s follows:

"The owner of a trade~mark used in
copmerce with forelign nations, or

ampng the seversl States, or with
Indien tribes, provided such owner
shall be domleiled within ‘he terri-
tory of the Unites States, or resides
in or is located in any foreign country
which, by treaty, convention, or law,
affords similar privileges to the
eitizens of the United 5tates, may
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obtain registration for sueh trade~-
mark by complying with the following
requirements: First, by filing in the
Patent Uffice an application therefor,
in writing, aduressed to the Com~
missioner of Patents, signed by the
applicant, specifying hie neme,

cile, location, and citizenship;
thie clases of merchandise and the
particular description of goods comprised
in such cless to which the trade-mark
is appropriated; a statement of the mode
iu which the same is applled and affixed
to goods, and tie length of time during
which the trede merk hes been used;
a description of the trade=mark iteelf shall
be included, if desired by the applicant
or required by the coummissioner, provided
such desceription 12 of a character to mocet
the approval of the commissiomer, «ith
this statement shall be filed a drawing
of the trade=-mark, esigned by the epplicant
or his attorney, and such number of
specimens of the trade~mark as actually
used =s nmay be required by the Commissioner
of Fatents, GSecond, by paying into the
Treasury of the United States the sum of
+10, and otherwise complying with the
requirements of this subdivision of this
chapter ~nd such regulations as may be
presceribed by the Commissioner of Fatents.”

The court in the cese of United 5tates Printing &
I1ithograph Co. v. Griggs, Cooper & Co., (1929) 49 Sup. Ct. 267,
279 U, 5, 156, 1. co 158, 73 L., Ed, 650, reversing (1928)

162 N, E. 685, 119 tho $te 151, “hich affirmed (1986) 161 N, E.
789, 28 Chio ~pp. 1, in construing the above section seald:

“The act of 1905 goes a little farther
and gives remedies against reproduc-
tion, c¢te., of the registered trade
mark 'in commerce among the several
states' as well as in commerce with
foreign nations, etc., Sec. 16, suprea,
A remedy for such infringenent was
given in Thaddeus Lavids Co. v. Lavids
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Mepufacturing Co., 230 U, S, 461, see
also ameriean _teel foundries v.
kobertson, £62 U, S, 209. Baldwin

Co. v, nobertson, 265 U. 5. 168,

But neither zuthority nor the plain
words of the «ect allow a remedy upon
it for infringing = trade merk
registered under it, within the limits
of a state end not affecting the cou=
merce nemed,"”

Agein, in holding that Congress has no power to enact
& law affecting trade=marks or property rights in marks, except
such a& are used ln interstate commerce, the court in the cese
of ua¢aulay v, kelt-Diastese Co., 4 Fed. (2d) 944, 1. c. 945,
55 ADPPoe e Co 2,?. said:

"Registration is merely &« method of
recording, devised by Congress, for
the protection of the public znd the
owners of trade-marks, and Congress
can only exercise this authority
over trade-marks used on goods sold
in interstate commerce, It hes not
power to enact & registration law
thet will affect merks, or property
rights in marks, used only in intrastate
commerce., Trade-liark Cases, supra,”

From the foregoing we are of the opinion that if a firm
hes itp trade-mark duly registered in the State of .issouri, our
law will afford it protection from all intrasstate infringements
of ite trade-merk, since Congress has no r to enact a law
affecting trade-marks or property rights in merks, except such
as are used in interstate commerce.

hespectfully submitted,

Assistent ..ttorney General,
AFFROVADS

JORN . HOFFRAN, 9T,

(Acting) attorney General,
MW IHR




