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I I 
uea~ ~1r : 

This depdrt~ent la in r~eclpt ot your request 
tor an opinion ~dcr date ot ''-lli .. us t 6 , wherein you state 
as tollowa: 

"Tllie mornill£ l•e have tbe tol lowi ne 
co.unioa t1on trosr. Ncn-~,llergio l·ro­
duc)t • Jt . Louis , wleaouri: 

.. · ~n t..fiy 1Q33 te c:t1de application to y-ou 
th ough ~r. Ralph Kalish , Attorney ot 
t h a city ror reg1atnt1on ot the Trocle 
~ k "NON- ALLIROIC" to be applied to 
to let articles end coomet1es. te 

e1ve4 orttclal notice trom you dated 
~a 11, 19 33 of the registration ot this 
tr de-mark. Will rou please inform us 
sa to ~uat whe.t th s registration means. 
Do~s it ~ 1Te ua the exclusive right to 
us~ tbe name? Another. f i rm. 1n t he Eaet 
1a applying tor t h1a aame trade wark in 
fia hlngton , D. c. and r e would l i ke to 
kn w where we stand in tho matter. Find 
at pe4 return enYel ope encl oeod. ay we 
be r t~o 70~ by return mal l .' 

.. . l note ..i-Oc . 14329 H. !.i . i o . s t 4 tos 
• • • •• no trado- mnr k duly registered in t he 
of ioe ot the c~ae1oner ot petent a o~ 
t h United ~tntes s ha ll be re{Sist.ered 
un cr this soction by.any peraon other 
t b n t he owner thereot.• e would like 



to JknoW, however ~bat protection ia 
ar~orded a ti~ in o caae such ~ a above 
quoted , where the trade-mark la duly 
reret.ered in t.be ... tate ot t aaourl , but 
no re@iatered in the u. s . latent Ottica , 
an tho trade rk then :!flied tor by 
another t !rm tro the co eeloner ot 
patenta . ·• are unable to tlnd !n our 
ti~e ot oplnions trom your office, where 
th~a point has been covere4. w 

Section 1•3ae, R. s . Mo. 19~9 , 1n eetting out who :AJ 
adopt a trade-mar~, provides as tol lowe: 

"It ny mechanic , manuract\IJ'er , aseooia­
tio.n or union ot worklnCCLen , or other 
pe~~one shall wtah to adopt anJ 
pamlcular name , term, 4ea1p or de­
vice aa bie or their trade-mork to 
deaj.gnate , ke known or diatlngulah 
an~ article or sooda , wares or merchaD-
4iae by hla or them nutac\ured or 
pre~red , or nn1 unlon ot workingmen 
deatre to deaigna\e or make mown the 
place in which Wl1on labor ia emploJed , 
he pr theJ may write out a deecr i ption 
ot •uch n~e , tera, aign or deYioe , 
deacribln~ the a aocuratelJ, and 
eis:p. and e oknowle4ge the aam.e before 
so~ otticer competent to take ao-
kno led n\ ot deeda , end tile cawe , 
tog•ther with a facsimile or tho aame, 
te~, deaign or de'l'ice toT regiatration , 
i n ~ho ort1oe or the aecretary ot state; 
oa1• aecret&rJ ahall deliver to aa14 

obanio , manufacture~. association or 
uniin ot workingmen, or o~er persona 
ao 111ns the aame . a dulJ atteate4 
cer ific te of the t1l1ns ot the came , 
tor ~1oh he aholl receive a tee or one 
dollar; such certificate s hall , in e l l 
ault a c,nd prooecut1ona under this ert1cle , 
be •utfioient proof or t he a doption ot 
eucb label , trade-mark or form ot 
adY~rtiee nt , aud of the r16ht ot 
auo mechanic , manufacturer , aaeocia-
tio or union or work1neaen or 
(otl'ior) person to , dopt the same. 



B n. r; .• lt)t t H. Jh' q·Jn 

No 1labol , trade-mark or torm ot ad­
••~tiaemont sholl be rel!atered that 
in an7 y resemble• or ould pro­
~a~lJ be miatuun tor label or 
trtJi4e-maric alrea43' reaiat red; ancl 
no t rade- aark duly regleterod i n tbe 
ott1ce ot tho co aaioner ot patent• 
ot ~he U01ted ~tate aholl be 
registered under this aeot1on by (anJ) 
perlaon other t he tho o :ner thereof. " 

Aaswa1ne illat a f1rt:l he. ite trade- mark dulJ reg1e­
tere4 1n the .,tate or Ui eaour1 , b\4 not in the United vtutea 
Patent Otfioe , and a tirm in ao~ other atftte appropriate 
a to ita uee without haYin~ ame reg1atered in the United 
~tat~• fatent Ott1pe , Wbat protection would t he l wa ot the 
~tat~ ot ~1aaour1 ~ford the owner ot the trad rk reg1etered 
in thia a Late? 

In 6~ c. • · ''1• 1n 41acuea1ng the extrater ritorial 
etteat ot n t rade--.rk registered under ft atate Btatute , 
etatea e tollowa: 

-Adtato registration ect baa no eztra­
te 1tor1al ettect , and eo r1£hts under 
eta e registration ere not 1ntriqe4 
bJ acta whollJ done without the atate . • 

In Hehbei' • · •Ieaver et al ., 133 led. 60'1 , the court 
in hol.cling tbh t a (lul t can not be 1ntalne4 in the .Federal 
Court to entorce r1Shta under a atatute relating to tra4e­
marka , and prov1411ls tor thelr res1atrat1on, whore t he trDAa­
actl·o~s co.ca.pltline4 or aoorued outa14e ot s uch atate , aa14: 

"Thia 1a a prooee41 to entorce in 
thi!J district (Circuit Court , u. ». 
lll~nola) compl ainant ' • riShta under 
tbe 1aaour1 atatute. In Black on 
Int$rpretat1on ot Lawa , edition ot 
lBi~ , it la atated that ' lt i s not 
wit in the competency of the les1alat1Ye 
pow r , upon srounds ot public pollcJ , 
to qreate peroonal l1ab111t1ee , and 1m­
poe~ the.=a on peraona f nd property out 
of he Jur1o41ction ot tho otnte , an4 
on ccount ot transaotiona occurring 
be~nd ita terr itorial limite. • The 
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bil~ aeeka t wo rcoed1e : (l) To reatrain 
1n~1Dgemont ot the .U.aaour1 resJ.atere4 
tra4.-mark; ( t ) to restrain unfair 
competition. The record utterl y taile to 
show a condition ot facta wb1cb would 
war~t tho relief praJed in the aeoon4 
oaae above aet out . • • • Aa to the 
re~atered trede r k • there ia no 
Jur s41ctlon 1n this court to ontoroe 
the L1•aouri law in regard to res1atra­
tlo~ of t rade-mnrka 1n the oaae of 
tra~aact1ona occurring outside that 
atate. " (Caae cited in cilhennr Co. 
T. Bulllard, 33 Fed. ( 2d) 978 , 1 . c . 
980 , to the same effect. ) 

Froa t he t.oregoins we are ot the opinion thot no pro­
toot~on ia attor:J! an o er or • tra4e-mark 4ul7 res1atera4 
undef the l•• ot b1o state , where the infringement ot the 
trad.-mar~ 1a w1 ut the tate ot isaour1, since our atate 
resi•trat1on act bao no extraterritorial efteot. 

Aaaumin ~in that a tlra baa ita trade rk dul7 
reaiatered in the State ot 1 1auour1 , but not in the united 
~tat,a .t'atent Offic e , &Jld &:notber f i rm appl1e tor the aa.ce 
t raq-mark ln t he lt.Lttor ottlce, baa 1 t srante4 , and nt.terapta 
to u4e the •~• 1~ the ~tote of 1eaouri , what proteotio~ will 
the lawa or ldeaoUjl-1 at'for4 t he owner ot the oark reg1etere4 
ln t~1a at te-e 1 

Oeotion $ ot Chapter 3 ot th• Lo.wa or the tin1te4 
Statea or erica , a amended April ll, 19~ • wbich ia aub­
atan,1all1 t he ·~ aa the Trad~rk Act ot 1905 , seta out 
the genernl proTialona tor the reg1etiat1on ot a trade-mark 
ln the Jnited Statea Patent Ott1ce aa ro~lowa: 

owner or a trade rk uaed in 
eroe with foreign notions , or 
t tho aeYcral States , or with 
an t r1bea , provided auoh owner 

aholl be domiciled within t he terri-
to~J ot the Un1tea Statea , or rea14ea 
1r. or ia located 1n any foreign countrJ 
whlcb , by treaty , oonYention , or law, 
atrords a1~lar .pr1Yilegea to t he 
citizens or the UD1ted Stat es , ma7 
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o~tain regietration tor auch trede­
m4rk by oocplying with the tollo.tng 
requirementa: Flrat, by tiling in the 
P~tent Office a r• appllcat.ion th•retor , 
1~ r i tintS, ad,.reaaed to the com­
~aaioner ot Patents , signed by t he 
a~plioant , apeoltying his n , 
d~cile , location, aud c1t1seneh1p ; 

t~e claaa or uerchAn41 e and the 
p~rt1oular deecr1pt1on of ~coda comprised 
iu auct, claaa to hioh th tra4e rk 
1• appropriated; a atateuent ot t he aode 
1. which tbe sam is applied an4 affixed 
to s ooda , and t t o length or t1 durin 
hich tlle trade rk hGa been u.ed ; 

a rd08CI'1ptiOD Of tlto trade- mark 1 taelf }-all 
be include • it desired b) the Jpl1cant 
or required by t he co~aaloner , prov14cd 
a~h 4eacr1pt1on ls ot a cbarecter to coet 
t he approval or the oo~•e1oner . 1th 
thra atatomont ahel1 be tiled a 4ra 1ng 
ot the trade-mark, a18Jled by the a , pllcCUlt 
or hie ttorney , and such number ot 
ep,c1mena ot the trade-mark as actually 
us•d "4 8 tmy be required bJ the Commiee1oner 
of Patents . Second, by pay1n into the 
Tr' eury of the United Stntee t he eum or 

10 • and otherw1ae comply1nt> 1 th t he 
re~u1rementa or tbia aUbd1T1810D or tbia 
ch:pter nd ouch regulat!ona ae ~y be 
pr ecr1bed by the Col311att1oner ot Patents . " 

The court tn the case ot United 5tatea Printing & 
1.1thOIJ"&pb Co. T . Cl-1gp, Cooper 1: Co., (1929) 4:9 Sup . Ct . Z6f • 
279 u. ~ . 156 , 1. c le8 , 73 L. &d . 650 , re•ere1ng (1928) 
162 H. • •21 , 119 hio s t . 151, · blch a f firmed (1926) 161 N. 1. 
789 , 2B Ohio ~PP • l • 1n ooaatruinu the aboTe aect1on aaid: 

.. Tlt,e .d.ct ot 1905 soea a Uttle farther 
and e1vea r ed1ea aealnat reproduo­
t14n , etc., ot the registered trade 

~k 'in commerce among the several 
stqt .. • ao well as in co roe with 
to~e1go nations , etc., Sec. 16, supra. 
A ~egedy tor euch 1ntr1neemont wae 
g!Yen in Thuddeue ~aYida Co. v . Davida 
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Yanuta~turing Co., 233 u. s . '61, ••• 
o.lao 1.-.erioan .... teel ~oun4r1ea v. 
uobert.on, 262 u. s. 208 . Baldwin 
Co. v. 1 ~obertaon , 266 u. ~ . 168. 
But nelthor authority nor t he plain 
words ~t the .-.ot a llow a re dy upon 
1 t tor 1ntr1ngin& a trade m r k 
regiat~red under it , within the limits 
ot 6 ~~ate and not arrect1ng the co~­
meroe J1amed. " 

;~in, in b~l41ns t hat Consrese has no power to enaot 
a lL ottectin~ t r •de-: rks or property riubta in carka , except 
suoh •8 aro uaed 1q i nteratet e com&orce , the court in the oaae 
ot ~a~a~ay T. ~•1~-Diaataae co., • i e • (84 ) 9''• 1. c. 9•~ . 
e~ ~PP • ~. C. 277, said : 

•He iat~ation is merely a metho ot 
record!~, deTieed by Congress , tor 
t he protection ot the public an4 the 
owners pt trade rka , and Congroaa 
can only exercise th1a authoritJ 
over t r.de rks uaed on goode aold 
i n inte~etate co roe . l t has not 
power t(> ennct roeiatrat1on l aw 
t hat wl tl affec t r ka , or propertJ 
r1bht & in ~~rka , used onl7 in intrastate 
oommero• · Trade- -ark Cases , aupra . H 

Jro~ t he tor~go1ng we are ot the opinion that it a t1rm 
haa 1te trade-mark ~uly regiatered ln t he State or ~1 aour1, our 
l aw will attor4 it ~roteetion trom all intrcat ate 1ntr1nsementa 
ot ita tra4 rk , e !noe Congreaa has no power to enact a l aw 
attect~ng trade r~o or property r1gbta in rka , except such 
aa are uae4 in int~atate co~rce-

A.H·.nUVJW : 

J OHts 'li • fioPJiili , ir • I 
(Act1 ) Attorney ~eberal . 

um 

heapecttully aubmitted, 

• OlUl S.MI!'l::RS , 
Assistant . .nt torney General. 


