
TRADE-MARKS: Ownership and righ t tu use t rade -mar k nut tu b e 
determi ne d by Secretar y of St a te or t hi s u ffi ce ; 
Secretary o f Sta te not required to ma ke investi­
gation to a scertain whether trade -mark reg istered 
will be used so l e ly , and Act d oes nut prov i d e for 
c ance llation o f registr a t i on. 

Bon. Dvi£rht !l . Brown, 
Secreta ry of State, 
Jeff erson Ci t y , i t souri . 

De r Sir : 

February 14 , 1934. Fl LED 
I 

I 

We ar e ncknowledp,ing receipt of your l e tter i n 1i ch 
you inquire as follows: 

" e ar e today in receip t of communi cat i on 
from t he Better Buainess Bureau of St. Lou is 
regarding trade names reg istered with the 
Secre t ary of Stat e under t he pr ovisions 
of the 11 Trade ' arks , .iD.l'les O""'d Emblem" 
Act, Secti ons 14329 t o 14337 i'1clusiye, 
apnlicable to t he sale and distr ibution 
of coal and coke . They are as!. ing for an 
op i ni on on two m tters, ~h ich we are quoting 
beloY: 

I. Coal Company A has been using t he ter·, 
' Sunerior' for te n year s in t he sale of 
coal, but has never reg istered t his trade 
name under t he Act. 

Coal Co~pany B, who has never previously 
used t he trade name ' Suryerior' in t he sale 
or distribution of coal , ~ecide s to reg i s ter 
t~e nSJ e unde r t h is Act . 

Can Co any B p revent Company A from con­
tinuing t he s ale of ·~~perio r' coal dee i te 
t heir ten years riority of usage? 

II. Coal Co~pany A reg isters, under t hi s 
Act, the wor d •smokeless ' s a trnde na e 
for coal . I nvestigation by the Bette r 
~~s iness Bureau discloses t h t t he coal 
w'li C"l Coal Company A se}l a unde r t 'l is name 
is i n fact, not e okeless. Is ther e any 
way t hat Coal Co p any A c~n be prevented 
from regi ~terin~ a misle~ding and untruthf ul 
trade name? Or , ifi t here any way that such 
a co~pany can be comoelled to relinouieh 
t he right t o use t ·1s inaccura te tr de n me? 
Jt 1 s our op inion , t h at, desp ite the regi s­
t r a tion of t h is i naccur ate nnd u ntruthful 
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trade name, the comoany can still be held under 
t he various statutes of obtaining money under 
false pre tenses or false advertising , but it 
seems incongruous t o per~it a company selling 
coal to officially registe r wit h the State a 
trade name which is misleading, untruthful or 
inaccurate . Will you please furnish us with 
t he i nformation asked for?" 

I. 

Section 14329 , R. s. t o. 1 32~ , among other t hings, 
nrovides as follows: 

"••••uo label, trade-mark or form of advertise­
~ent shall be registered t hat in any way re­
sembles or would proba.bl y be mistaken for a 
label or trade-mark already registered; and 
no trade- mark duly regi s tered in the office 
of t he commissioner of patents of t he United 
States silal be regi s tered under t hi s sec t i on 
by any person ot her t han t he o"Tier t hereof." 

Under the foregoing section it is t he duty of t he 
Secretary of State to r egister a trade- mark ~pon appl ic~tion 
of any person unless t he trade-mark "reseobles or ~uld 
probably be mistaken for a label or trade- mark al ready 
reg istered." 

As we interpret t he above secti on, t he Gecretary 
of State is requ ired t o register t he trade-mark unless it 
resembles one already registered. If t he trade- mark ure­
s ented for registration resembles one already registered, 
then t he Secretary of State may retuse to reg i s ter t he trade­
"'~ark . This section does not nut upon the Secretary of St~ te 
the burden of attempting to decide t he right of claimants as 
to the owners hip or usage of a trade- mark. We do not bel ieve 
it would be proper for the Secretarv of State to attempt to 
decide, as ~~ong va r ious claimants, who is t he owner or who 
is entitled to t he use of a particular trade- mark . Such a 
decision by the Secretar y of St a te would be of ~o effect be­
cause any claimant mi ght br ing an act i on in a Court of 
competent jurisdiction to adjudicate the righ t of the 
r espective claiman ts as to the ownerehi n a.nd righ t t o use 
t he trade- mark . 

The que~tion as to whether Company A or Cormany B 
is entitled to register and use t he name of "m1perior" in 
t he sell i ng of t heir coal is a private matter t o be determined 
by t hese parties in a Court of comnetent jur isdiction. This 
office canno t attempt to pass upon t he richt of either of 
t hese persons so far as t he o nershi p or use of t h i o trrde­
mark is concerned . If either company makes apnlica t i on in 
proper fo rm for the regist r a t ion of t h is trade-mark and you, 



Hon. Dwi ght H. Brown, - 3- February 14 , 19 34. 

as Secretar y of s tate, find t hat it does not resemble or 
would be mistaken f or a trade- mar k already reg i s tered , t hen 
t he applicant is entitled t o have t he trade- mar k registe red . 
Whet her or not t he trade- mark sought to be regi s t e red by 
the aoplicant is owned by anot~er concern is a T.~ tter not 
for t his off ice or your off ice to nass upon, bu t is a matte r 
to be determined in a Court of coooeten t j urisdiction by 
the parties interest ed. 

In ans e r t o your fir s t inquiry, t herefore , we can­
~o t attempt t o decide an involved auesti on of l aw affecti ng 
the rights of t hese claimants as to t he ownersh ip or right 
to use the trade- mark "Supe r io r. • The right to register 
t his trade- mark i s t o be deter mined under Section 14329, 
auoted above, but t he pr operty rights of any claimant in 
t ~is trade- ma rk is a matter ~h ich wi ll have t o be determined 
by t hem or othe r i nterested parties in a Court of competent 
jurisdict ion , 

I I. 

In answer t o your second inquiry, we believe t hat 
if Ooal Company A regist er s t he sorB " S~okelesa" and under 
that trade- mark sell s coal which is not as a matte r of fact 
s mokeless coal, such party would be obtaining money under 
false pre t enses and may be pr osecut ed under t he general 
c rimine<l s t atute . ~e find no pr ovision in the statute t ha t 
reauires the Secretar v of St at e to deter mi ne whethe r the 
person applying f or t he trade-mark inte nds t o use it honest­
ly or fraudulently. We f i!'ld no n r ov1s1on that aut '1orizes 
the striking from t he reg istr at ion list any trade- mark 
where the owner has used it fo r a fraudUlent pu r pose . How­
ever , we are of the op i ni on t hat it mi ght be possible to 
obtain an injunct ion anere a person uses a trade- mark falsel y 
and for a fraudul ent purpose . We are of the furt her oni n i on 
that when a person does register a trade-mark and usee it 
for a false or fraudulent purpose , that such person loses 
his right t o have t he trade- mark pro t ected , and as a 
practical ma tter would be t he SaMe a s losing the effect of 
reg istrat i on. 

In 38 Oye . page 798, it is said: 

"Plaintiff !:lust come i n t o court with clean 
hands . Names and marks ,.,.h ich are t hem­
selves a ~isrepresentat .on , or whi oh are 
wrongful ly used by plaint iff, and operate 
to deceive the public, wil1 not be protect­
ed . rhe il , egal use of a ~~e in v iolat ion 
of l Pw wil l n~t constitute it a trade- mark 
entitled to pr otection as such. False 
sta tements in advertisenents or labels as 
t o material matters , such as the ingredients 
of medicines or beverages, will b?r relief . " 
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In snswer t o your second i nq'J icy it i s our op i ni on , 
t herefore , t~at i f a person apnlies for t he registrati on of 
a trade- mark t he Secreta rv of State has no r ight and cannot 
be compell ed to ascerta in whet1er t he trade- mark fairl y 
r epr esent s t he art i cle whi ch ill bear its na~e , or whet h.e r 
the applicant intends t o fr audulently or dis~onestly sel l 
another article under t hat name, and t hat t he s t at ute does 
no t nr ovide for t ~e cancel l at ion of t he registrat i on but 
the ap~licant rnay be ~rosecuted f or t he f r aud ~ ich he 
practices. 

Ve r y truly yours , 

cf?-~4.-7~·· '~ 
Assistant Att or ney ~al. 

All-ROVW : 

At torney Gen~ral . 

F','ffi : S 


