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TRADE-KARX: ABABDONUBT: EVidence not sufficient t o constitute 
abandonment of Trade-KtB. 

octo~e1· 23 , 1934 • 

• Harry o. Alberts 
First National Bank Building 
Chicago, I ll i nois 

Dear S1l": 

Re : Sunkist Pie Oom~any -
Trademark 1 Sunk1at P!es• 

this department i s i n receipt of your letter 
and enclosures of r ecent date. 

Your enclosure received from Honorable 
Dwig~t n. Broun, Secretary of St ate, dated September 
27tu , 1934, r eada as follows: 

•Referr ing to oorreepondence 
relative t o r egistration of 
trade- mark Sunkiet, we passed 
t his correspondence on t o the 
office of t he Attorney- General 
f or an opinion, and are informed 
t oday t hat abandonment of this 
trade-mark by James llarry Long 
and Ohas . Geo . Smith ous t be 
establi sued i n a court of l aw. • 

Your letter addressed t o t his depart ment 
reads in par\ a s f ollova : 

RThi s office has submitted t o the 
Gecretary of St ate of Uissouri an 
applicati on f or t rademark regis­
t ration of t Le wor ds 1 SU~~IST PI~3" 
f or use in connection wit h baked 
pies . e are adv1 ced oy the Secre­
t ary of Gt a t e t hat the t erm •auNXI ST" 
was registered by James Harry Long 
and Ohas . Geo . Smith who conducted 
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a bakery s hop some years ago and have 
aince gone out of business. 

"Letters &ddl'esaed to the last known 
ad.cbese of James Har:rv Long and Chaa. 
Geo . ith have been returned by t he 
post al author1t1ee, unopened, as evi­
denced by the atiaohed original speci­
men t hereof. The enYelo?e addressed 
to t he last known address ot t bese pri­
or registrants 1s post marked July 11, 
1934, and was opened by t he Oecretary 
of St ate to whom t!11s evidence was sub­
mi t ted for re4ona1derat1on of my cl i­
ent's application f or trademark regis­
tration of ~sUHIIST PIES• for prebaked 
dough pies. 

•Also, a letter was sent to t he last 
known addzess of Sarah 11. Hawley who 
notarized t he trademark application of 
James Barry Long and Ohas . Geo . Smit h , 
but this l etter has also been r etUl"ned 
by the post al au,horities as evidenced 
by the attached original Sl)ecimen. Duns 
and Bradstreets have been unable t o as­
cer t ai n t he whereabout s of t hese indi­
viduals nor have they been able t o give 
thiaoff i ce a report on any fi rm using 
their name in t he state of K1aaouri or 
elsewhere, and who are oommerciall7 ex­
ploi t1ng any bakery goods under the tem 
•sumczsr• . 
•such evidence i s construed by the Trade­
mark Division of the United States Patent 
Offioe t o be conclusive of abandonment of 
a trademark end •111 issue another regis­
tration t o other applicants for t be same 
t rademark on the strength of the eame •1-
dence t hat has heretofor e b~en submitted 
t o the seczetazy of State for the state 
of K1esour1 . I n t he last letter received 
from t he SecTetary of St ate , it was indi­
cated t hat the matter was referred t o 
your office for an opinion. Further ~ tt 
waa st ated that your office rendered an 
opinion to the effect t hat the abandon­
ment of t he t rademark " SUDXIST• by Jaaea 
H~ry Long and Ohas. Geo . Smith will have 
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to be established by n court action. • . . -. . . . . . . . . . . . . . . 
•It is hoped t hat you vill reconsider your 
decision 1n this matter and all of t he pa­
pers 1nolud1ng t he trade-mark application 
are being suomi tied to you for reconsider­
ation with t he request that the Secretary 
ot State of e State of kiaaouri be in­
structed to grant a cer t ificate of trade-
art r egistration coTering t l1e term .. SUR­

KIST PIES• for tt,e CJtate of U1aeouri . • 

From an early date, the oo~~mon law baa recogn1 zed the 
right of t he proprietor of a trade-mart to ita exclusive 
use . The right has been, without 1nterru,ti on, recognized 
and proteoted by the courts of England and the 1In1 ted 
States, 1n the absence of statutes declaring the existence 
of auch r1ghta or proTiding regulations for ita exercise 
and remed1ea for its depriTation. (26 R. 0 . L. 834, and 
oases cited in note thereto.) 

section 14329, • a. Ko . 1929 , proY1dea who may adopt 
a tr£de-mark, the aanner in which it 1 be adopted, and 
reads i n part as follows: 

••••• lo label , trade- mart or form 
of advertisement shall be registered 
t hat 1n 6Jlf way reee~'blea or would 
p~obably be aietaken for label or 
t rade-aark &lreadr retiatered; ~d 
no trade-c".r k dulJ 1·egiatered in 
the office of the co iae1oner of 
pa,ents of the United Sta,ea Shall 
be registered under this section by 
(any) person other t han the own r 
t hereof . • 

It 1a eatablishe4 thnt the t rade- ark "SUHIST• ia al­
ready registered 1n the St ate of Missouri by Jamea Barry 
Long and Ot.as . Geo . Smith under t he a OYe ~:eot1on. The 
latter parties have t hereby acquired t he exclusive use 
for such purposf, a.nd unless it haa a andoned that rlgh t 
or has loat lt by its &oquieucence i n the uae of it by 
others , it still h&a 1\. 

! he quaation then aziaea, wcether t he right to pro­
tection 1n the uae of a tr&de-~k continue• 1ndet1n1tely 
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or whet fier a title t o a tradc~~ark, acquired by adopti on 
and user lll&Y be l ost by an abandonment of such usel 

rhe queotton of band.onwnent of a tr~e name or mark 
1e a quest i on of intent~ and as st ated by the court in 
t he case of Rickman • · ~1nk, 116 Ko . 123, l .c. 127, 
where 1n 1 t was sara: 

"Abandonment in law is def1nted 
to be •tbe rel1nquist~ent or sur­
render of right s or property. by 
one ·person to another. •••• Aban­
donment includes bot h t he inten­
tion t o abandon and the external 
act by which the intention 1a car­
ried into effect.• ' To constitute 
an abandonment there z:tust be he 
concurrence of the intention t o 
abandon and the actual relinquish­
ment of the property, so that it 
may be approp riated by the next 
oooer . ' 1 Amerio~.n and Enc...i ish 
Encyclopedia of La•, page 1 , and 
Dote 5 . " 

In the oaoe of Belden Y. ;opber, 'ills , Inc. , 34 F. 
( Bd) l2o, 1.he cour'\ 11ad vef'ore 1 ts ooneidera.:t1on, whet her 
~essation f rom business tor a shor~ time est abl ishes ~be 
owner ' s abandonment of a registered trade-mark. The 
Oourt said: 

•oessation fTom business for a short 
~ime doeo not establi sh abandonment . 
Beechnut Packing Oo . , v . P. Lorillard 
Oo . , 273 U. J . 629, 632; 47 S.Ct . 481• 
71 L. ed. 810. " 

As to the lapse of time that could justify an 1nterenoe 
of abandonment 1 t bas been j udicially oa1d, t hat no 
statute of limi tations bars one from protection of hie 
trade-mark . On this point are many decisions, alike i n 
pri nciple, al hou~h varied 1th o1rcuastanoes. In one 
case, a lapse of .. wenty year a wa.s l.eld to be no bar; 
1n another case, ten years ; and i n anQther case, ni ne 
years . ( aee Gillott v . 2sterbrook, 48 N. Y. 374; Wolfe 
v. Barnett , 24 La. Ann. 97; Lazenby v. Uhite, 41 L. J . 
(B. s .) 354. 
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In lulinn T . Hoosier Dri ll ~. 78 I nd. 413, the 
Oourt n ita opinion said: 

"fho suspension (of t he use of a 
t rade- mark) must be presumptively 
at leas1l attributed to 1nd1spos1-
t1on or nab111ty, rathe~ than an 
intention to abandon valuable r1ghta1 , 

and 1 1t is i ncumbent upon those al­
leging t be defense of abandonment 
t o show that the right had been re­
linquished to the public by clear 
and unmistakable evidence. • 

Brovne on •taw of Trade-marta•, Section 681 , page 
664, i n d1acuaaing1 abandonment•. states in part as f ol­
lows: 

•• • • • A peraon may temporarily lay 
aaide his mark , and resume it , wit~ 
out havi ng in the meantime lost hie 
property in the right of user . Aban­
donment being in the nature of a 
forfeiture muat be atriotly proven. 
•••• e must e~lne the surroundings 
of ~ach onae of imputed aurrender , 
t o be enabled to settle such qaestions 
of deliberate yielding up . A defense 
of abandonment la abhorent , eTen 1n 
an action at law, and the assertion 
of title on t he ground of abandonzaent 
by the prior owner must ~ established 
l?.l ~ slronsest pr'OOr. • 

rro M the foregoing, we are of the opinion that the 
question of abandonment o! trade-mark or a trade-name 
is a question o! intent that may be inferred f rom di s­
use, lapse of t1~e and other circumstances evidencing 
t he intention to discontinue t he trade-mark. 

The only evidence presented to us as evidencing an 
intention to abandon are letter• &ddreaaed to t he last 
known o.ddreaa of pri or r egistrant s , poet-marked Jul7 11 , 
1934 and returned by post al author! tiea unopened. 'the 
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caaea dealing with the time element,· decided as they are 
under ~eried cir~stanoes, cake them of little help in­
sofa.:r ~s the ins tant case is concerned. It is true t hat 
t he question of intent t o abandon may be inferred from 
lapse of time but 1 t aust be oonaide ... ·ed vi th other eir-
e staDOea, which i n thi s case i a the fact that the prior 
regist ttJ oamlot be l ocated. 

The mere fact that the parties h&Ye apparently gone 
out of business and cannot be found io not sufficient 
e'f1denoe 1n itself t o deola:r:e an abando e t w1 t hout 
a judicial determination to that effect . As otat&d in 
Br owne' a work on 11 Law of T.rade- Uarke .. , eu·~·rra, "A person 
may temporarily 1a7 aside hia k and resume 1t without 
having 1n the eantime lost h1s property l n the right of 
user . · .bando ent b 1n~ in tLe natur o! a fo~feiture 
~ ~ a\riollY proven. ;- - - -

~e are t herefore of t he con~1nued opinion that t he 
alleged abandonment of t h e t r ade-mark "SURIST' by James 
J- arry Long and Ohaa . ~o . a ith must be est ablished 1n 
a court of law. 

APPROVED: 

ROT lto~ITTRIOK 
Attorney-General . 

}& 1/a!J 

OLLIVER • OL£1 
Aaaiatant ••to~ey-Oeneral. 


