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TRADE—HAHI Aggg__!gggg_ Evidence not sufficient to constitute
abandonment of Trade-MaRk.

Oetover 33, 13934, oo

Mr, Harry 0. Alberts
First Hational Bank Bulilding
Chiecazoc, Illincis

Re: Sunkist Fie Company -
ademark * igt Pies"

Dear 8ir:

This department is in receipt of your letter
and enclosures of recent date.

Your enclosure received from Honorable
Dwight 1, Brown, BSecoretary of State, dated Septemberx
27th, 1834, reads as follows:

"Referring to correspondence
relative tc registration of
trade-mark Sunkist, we passed
this correspondence on to the
office of the Attorney-General
for a2n opinion, and are informed
today that abandonnent of this
trade-mark by James Harry Long
and Chas, Geo. Smith must be
established in & court of law,®

Your letter addressed to this department
reads in part as follows:

“This office has submitted to the
Secretary of State of lMissouri an
application for trademark regis-
tration of the words "SUNKIST PIE3®
for use in conneetion with baked
pies., We are advised by the Secre-
tary of State that the term "IUNKIST
was registered by James Harry Long
and Chas. Geo. Smith who conducted




Mr. Harry C. Alberts = 10/23/34

a bakery shop some years ago and have
since gone out of business.

"Letters addressed to the lasi known
address of James Harry Long and Chas,
Geo. “mith have been refturned by the
postal authorities, unopened, as evi-
denced by the attached original speoi-
men thereof. The eavelope addressed

to the last known address of these pri-
or registrants is postmarked July 11,
1934, and was opened by the Secretary
of State to whom this evidence was sub-
mitted for redomdideration of my cli-
ent's application for trademsrk regis-
tration of "SUNKIST PIES" for prebaked
dﬂugh pi es,

“Also, a letter was sent to the last
known address of Sarah i, Hawley who
notarized the trademark application of
James Farry Long and Chas. Geo, Smith,
but this letter has also been returned
by the postal authorities as evidenced
by the attached original specimen, Dunse
and Bradstreets have bLeen unable to as-
certain the whereabouts of these indi-
viduals nor have they been able to glve
thisoffice a2 report on any firm using
their name in the state of Hissouri or
elsewhere, and who are commercially ex-
gloiting any bakery goods under the term
SUNKIST®,

*Such evidence is construed by the Trade-
mark Division of the United 3tates Patent
Office to be coneclusive of abandonment of
a trademark and will issue another regis-
tration to other applicants for the same
trademark on the strength of the same @i-
dence that has heretofore been submitted
to the Secretary of 3Jtate for the state
of lissouri., In the last letter received
from the Secretary of State, it was indi-
cated that the matter was referred to
your office for an opinion, Further, it
was stated that your office reandered an
opinion to the effect that the abandon-
ment of the trademark "SUNKIST" by James
Harry Long and Chas. Geo. Smith will have
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to be established by 2 court action."
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"It is hoped that you will reconsider your
decision in this matter and all of the pa-
pers including the trade-mark application
are being suomitted to you for reconsider-
ation with the request that the Secretary
of State of the State of Missouri be in-
structed to grant a certificate of trade-
mark registration covering the term "“SUN-
KI8T PIES" for the State of Missouri.®

From an early date, the common law has recognized the
right of the proprietor of a trade-mark to its exclusive
use, The right has been, without interruption, recognized
and protected by the courts of England and the Uni
8tates, in the absence of statutes declaring the existence
of such rights or providing regulations for its exercise
and remedies for its deprivation.(26 R. 0. L. 834, and
cases cited in note thereto.)

Section 14329, R, 8. Mo. 1929, provides who may adopt
a trade-mark, the manner in which it may be adopted, and
reads in par% as follows:

#ssxs No label, trade-mark or form
of advertisement shall be registered
that in any way resembles or would
probably be mistaken for a label or
trade-mark already reglstered; and
no trade-mark duly registered in
the office of the commissioner of
patents of the United States shall
be registered under this section by
(any) person other than the owner
thereof."

It is established that the trade-mark "SUNKIST" is al-
ready registered in the State of Missourl by James Harry
Long and Chas, Geo. Smith under the above section. The
latter parties have thereby zcquired the exclusive use
for such purpos¢, and unless it has abandoned that right
or has lost it by its acquieacence in the use of it by
others, 1t still has i%.

The question then arises, whether the right to pro-
tection in the use of a trade-mark continues indefinitely
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or whether a title to & trade-mark, acquired by adoption
and uger may be lost by an abandonment of such usel

The guestion of sbavdonment of 2 trade name or mark
is a question of intent, and as stated by the court in
the case of Higkman v, Link, 116 Mo, 1233, l.e. 127,
wherein it vas sald:

"ibandonment in law is definted

to be ‘the relinquishment or sur-
render of rights or property by
one person to another, **** Aban-
donment includes both the inten~
tion to abandon and the external
ect by which the intention is car-
ried into effect.' 'To constitute
an abandonment there must be ihe
congurrence of the intention to
abandon and the actual reliinquish-
ment of the property, so that it
may be appropriated by the next
comer,' 1 American and Engd ish
Engyclopedia of Law, page 1, and

Note 5. *
In the case of en v. oy 0% F.
(2d4) 135, the court vefore its consideration, whether

cesgation from business for a short time establishes the
owner's abandonment of a registered trade-mark., The

Caurt said:

"Cessation from businese for a short
time does not establish abandonment.
Beechnu$ Packing Co., v, P, Lorillard
Co., 373 U, 8. 9, 633; 473.0t, 481,
7. L. ed, 810.,*"

As to the lapse of time that could justify an inference
of abandonment, it has been judicially said, that no
statute of limitations bars one from proteeiion of his
trade-mark, On this point are many decisions, alike in
prineipie, alt h varied with circumstances., In one
case, a lapse of tweniy years was held to be mo bar;
in another case, ten years; and in another case, nine
years, (See Gillott v, Esterbrook, 48 H., Y. 374; Wolfe
v. Barnett, 24 La. Ann. 87; Lazenby v. White, 41 L. J.

(§. 8.) 354,
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In {g;%an v. Hoosier Dr Co., 78 Ind. 413, the
Court 1ia 1its OpIEIon sald: g ’

"The suspension (of the use of a
trade-mark) must be presumptively

at least, attributed to indisposi-
tion or inability, rather than an
intention to abandon valusble rights*,
and "it is incumbent upon those al-
leging the defense of abandonment

to show that the right had been re-
linquished to the public by clear

and unmistakable evidence."

Browne oa "Law of Trade-marks", Section €81, page
654, in discussing®abandonment®, states in pcri as fol-
lows:

fsens A person may temporarily lay
aside his mark, and resume it, with-
out having in the meantime lost his
property the right of user. Aban-
donment being in the nature of a
forfeiture must be strictly provean.
ssne e must examine the surroundings
of each case of imputed surrender

to be enabled to settle such questions
of deliberate yielding up. A defense
of abandonment is abhorent, even in
an action at law, and the assertion
of title on the ground of abandonment

by the prior owner t be established
by $he strongest of."

CONCLUSION,

From the foregoing, we are of the opinion that the
question of abandonment of trade-mark or a trade-name
is a question of intent that may be inferred from dis-
use, lapse of time and other circumstances evidencing
the intention to discontinue the trade-mark,

The only evidence presented toc us as evidencing an
intention to abandon are letters addressed to the last
known address of prior registrants, post-marked July 11,
1934 and returned by postal authorities unopened. The
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cases dealing with the time element, decided as they are
under veried eircumstances, make them of little help in-
sofar gs the instant case is concerned. It is true that
the question of intent to abandon may be inferred from
lapse of time but it must be considered with other cir-
cuustances, whichk in this case is the faet that the prior
reglstrxante cannot be located.

The mere fact that the parties have apparently gone
out of Lusiness and cannot be found is not sufficient
evidence in itself to declare an abandonment without
a judicial determination to that effeet. As stated in
Browne's work on "Law of Trade-Marks®, supra, "A person
may temporarily lay aside his mark and resume it without
having in the meantime lost his properiy ia the right of
user, -4 ut oelng in the natuse of & forfelture
Bugt be Broven.

We are therefore of the continued opinion that the
alleged abandonment of the trade-mark "SUNKIST* by James
Harry Long and Chas. Geo. Smith must be established in
a court of law,

Respectfully submitted,

OLLIVER W, NOLEN
Assistant Attormey-General.

APPROVED:

ROY MCKITTRICK :
Attorney-General,

Mi/afj




